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Summary:
The  defendant  contracted  with  the  plaintiff  to  continue  the  development  of  the

defendant's  software  (SAM).  The  plaintiff  and  his  employees  developed  a  modified  SAM
program. The defendant provided the source code of the modified SAM program to a third party
developer who developed a reworked modified SAM program. The plaintiff sued the defendant
seeking a declaration that (1) he owned the copyright in the developments and improvements
made  to  the  modified  program;  (2)  the  defendant  infringed  his  copyright  by  allowing  and
authorizing the third party developer to copy the source code; and (3) the defendant infringed his
copyright  by  possessing  and  selling  the  modified  program  and  installing  it  on  its  clients'
computers. In this motion for summary trial, the plaintiff also sought an order that the defendant
delete and destroy its copies of the reworked modified program and enjoining it from selling and
installing it. The defendant counterclaimed, seeking, inter alia, summary judgment in its favour
and an order dismissing the plaintiff's motion and declaring that it owned the copyright in the
modified program. Alternatively, the defendant sought a declaration that it held a licence to use,
sell and reproduce the modified program.

The Federal Court, in a decision reported at 426 F.T.R. 148, concluded that, inter alia, (1)
the plaintiff owned the copyright in the modified program; (2) the plaintiff did not assign his
copyright to the program to the defendant; (3) the plaintiff granted an implied user licence to the
defendant authorizing it to use the modified program; and (4) the plaintiff's copyright was not
infringed by the defendant. The plaintiff appealed, asserting that the judge erred in extending the
scope of the licence beyond the marketing of the software so as to include a right to copy the
source code and rework it to create the reworked modified program .

The Federal Court of Appeal dismissed the appeal. 

Editor's note: For a related case involving the same parties see [2011] F.T.R. Uned. 910.

Copyright - Topic 2203
Transfer of copyright - Assignment - What constitutes - The defendant hired the plaintiff
to  continue  the  development  of  the  defendant's  software  (SAM)  -  The  plaintiff's
employees developed a modified SAM program - The defendant contracted with a third
party developer who developed a reworked modified SAM program - The defendant sold
copies of the reworked modified program - The plaintiff sued the defendant claiming
copyright infringement - The defendant pointed out that in all of the plaintiff's bids to the
defendant,  he  had  included  the  following  clause  "Any  development  done  for  [the
defendant]  shall  become  the  exclusive  property  thereof  and  may  not  therefore  be



marketed or reused by [the plaintiff] or any other party." - The defendant asserted that the
clause constituted an assignment of the plaintiff's copyright - The trial judge rejected the
assertion -  Section 13(4)  of  the  Copyright  Act  set  out  a  copulative  condition for  an
assignment:  writing and a  signature  -  Although the  wording of  the  impugned clause
amounted to a written assignment of the copyright, the bid had been unsigned - Even if
the inclusion of the clause in all of its bids to the defendant reflected the defendant's
intention to assign the copyright, it could not get around the requirements of s. 13(4) -
The plaintiff appealed - The Federal Court of Appeal noted that the case law consistently
held that an assignment or a grant of an exclusive licence could not be set up against the
owner of a copyright unless it was in writing and signed by the owner of the right in
question - However, in the circumstances, where the plaintiff had admitted before the
court that the assignment clause governed his relationship with the assignee, form should
prevail  over  substance  -  However,  the  defendant  had  not  cross-appealed  the  judge's
finding that the copyright could not be set up against the plaintiff and it was not for the
court to alter that aspect of the decision - See paragraphs 15 to 24.

Copyright - Topic 4546
Infringement of copyright - Act not constituting infringement - Implied licence to use -
The defendant hired the plaintiff to continue the development of the defendant's software
(SAM) - The plaintiff's employees developed a modified SAM program - The defendant
contracted  with  a  third  party  developer  who  developed  a  reworked  modified  SAM
program - The defendant sold copies of the reworked modified program - The plaintiff
sued the defendant claiming copyright infringement - The defendant asserted that in all of
the plaintiff's bids to the defendant, he included the following clause "Any development
done  for  [the  defendant]  shall  become  the  exclusive  property  thereof  and  may  not
therefore be marketed or reused by [the plaintiff] or any other party." - The defendant
asserted that the clause constituted an assignment of the plaintiff's copyright - The trial
judge rejected the assertion, but was satisfied that, given the inclusion of the clause in the
bids  and in  light  of  the  evidence,  the  plaintiff  had granted the defendant  an implied
licence to use the modified program - Accordingly, there was no copyright infringement -
The plaintiff appealed, asserting that the judge erred in extending the scope of the licence
beyond the marketing of the software so as to include a right to copy the source code and
rework  it  to  create  the  reworked  modified  program  -  The  Federal  Court  of  Appeal
dismissed the appeal - By explicitly recognizing that "[a]ny development done for [the
defendant]  shall  become the  exclusive  property  thereof",  the  plaintiff  renounced  any
exclusive rights he might have had to develop future improvements to the program - That
meant  that  the  resulting implied licence  allowed the  defendant  to  copy the  modified
program's source code in order to have it reworked by a third party - See paragraphs 25 to
27.
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This appeal was heard at Montreal, Quebec, on September 9, 2013, by Noël, Trudel and
Mainville, JJ.A., of the Federal Court of Appeal. Mainville, J.A., delivered the following reasons
for judgment for the court on September 25, 2013.

Appeal dismissed.
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